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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 ,1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 8/9/04 
has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 8/9/04, and has been entered and made 
of record. Currently, claims 1-40 are pending. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-40 have been considered but are 
moot in view of the new ground(s) of rejection. 



Drawings 

4. The corrected or substitute drawings were received on 8/19/04. These drawings 
are acceptable. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more ciainns particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5, Claims 1-40 are rejected under 35 U.S.C. 112, second paragraph, as failing to 

set forth the subject matter which applicant regards as his/her invention. 

Evidence that claim 1 , fails to correspond in scope with that which applicant 

regard as the invention can be found in the reply filed 8/9/04 wherein on page 23. In 

that paper, applicant has stated "image data obtained by scanning an original document 

at a first image processing apparatus is printed at a second image processing 

apparatus", and this statement indicates that the invention is different from what is 

defined in the claim because the first operating instruction, which examiner originally 

interpreted as an scanning instruction, is an instruction for the different image 

processing apparatus, which examiner originally interpreted as a printer, according to 

the claim (cited in the input means). It is unclear as to whether the image process, 

which corresponds to the first operating instruction, is processed by the image 

processing apparatus. If the image processing apparatus does not process the image 

process corresponding to the first operating instruction, it is further unclear as to how 

the first authentication means determines whether the first operating instruction, which 

now is processed by the different apparatus, is authorized for the user. Are both the 

first instruction and the second instruction for the different image processing apparatus? 

Does the image processing apparatus include the first authentication means for 

determining the authorization even when the image processing apparatus does not 
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process the actual image processing corresponding to the first operating instruction? Is 
the applicant claiming that the image processing apparatus does not perform any image 
processing corresponding to either the first or second operating instnjction? It is 
uncertain as to which of the two image processing apparatuses performs the first 
operating instruction and the second operating instruction. 

Further, regards to claims 3-5, the applicant claims that a scanner is a part of the 
image processing apparatus. The applicant also claims that the first operating 
instruction is or can be an instruction for printing image data. It is questionable as to 
whether at least one of the first or second operating instructions has any relationship 
with the scanner. Doesn't at least one of the first or second operating instructions 
instruct the scanner to scan an image from the image processing apparatus? If not, 
what does the second operating instruction instructs the different apparatus to process 
when the first operating instruction is an instruction for printing, storing, or transmitting 
the data by the different apparatus? 

Further, regards to claims 8-10, the applicant seems to claim, in claim 6, that the 
first operating instruction is for the different image processing apparatus (interpreted to 
be a scanner in this case). If so, does the first operation instruction also instruct to print, 
store, or transmit image data read by a scanner function of the different apparatus? 
Then, what does the second operating instruction instruct the image processing 
apparatus to perform? 

Further, specifically regards to claim 4, examiner initially understood the two 
operating instructions to be the instructions for the image processes. If at least one of 
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the instructions is an instruction for storing the image data in storage of the different 
apparatus, where is the image processing of the image data performed? Is the 
applicant claiming that^storing of the image data is an image process of the image data? 

Further, regards to claim 5, is the applicant acknowledging that the facsimile 
transmission inherently performs an image process such as a conversion of the image 
data to a facsimile data? If so, doesn't the image processing apparatus perform the 
conversion? It is uncertain as to what kind of an image process is performed at the 
different apparatus in response to the instruction. 

With respect to other independent claims 6. 11, 16, 21, 26, 31 and 36, arguments 
analogous to those presented for claim 1 , are applicable. 

With respect to other dependent claims 8-10, 13-15, 18-20, 23-25, 28-30, 33-35 
and 38-40, arguments analogous to those presented for claims 3-5, are applicable. 

Upon either amending or not amending the claims, the examiner 
respectfully reguests the applicant to clearlv point out where in the Specification 
and the drawings such features and the limitations as claimed are disclosed. It 
would greatly help the examiner to better take a decision on patentability, 

6. Claims 1-6, 7-11, 13-16. 21, 26, 28-31, and 36 rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 1, 6, 11, 16, 21, 26, 31, and 36 recite the limitation "said apparatus" cited 
in the registration means. There is insufficient antecedent basis for this limitation in the 
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claims. It is uncertain as to whether said apparatus is referring to the image processing 
apparatus or the different image processing apparatus. 

Claims 2-5, 7-10 recite the limitation "an apparatus according to claim 1". There 
is insufficient antecedent basis for this limitation in the claims. It is uncertain as to 
whether the apparatus is referring to the image processing apparatus or the different 
image processing apparatus. 

Examiner suggests using "first image processing apparatus" and "the second 
image processing apparatus" instead of "image processing apparatus" and "different 
image processing apparatus", respectively . 

Claims 13-15, 28-30 recite the limitation "the operating instruction". There is 
insufficient antecedent basis for this limitation in the claims. It is uncertain as to whether 
the operating instruction is referring to the first operating instruction or the second 
operating instruction. 

7. For the examining purpose, the examiner interprets that the first operating 
instruction is for the scanning operation performed by the image processing apparatus 
and the second operating instruction is for the printing, storing, or transmitting operation 
performed by the different image processing apparatus. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 11-20, and 26-35 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ogawa et al. U.S. Patent No. 6,1 15,739 (hereinafter Ogawa) in view 

of Lee U.S. Patent No. 6.628,413. 

8. With respect to claim 1, Ogawa discloses an image processing apparatus 
(scanner 22 in fig. 6), which performs an image processing service provided by a first 
operating instruction about image processing (scanning) and a second operating 
instruction about image processing in association with a different image processing 
apparatus accessible across a network (figs. 6 & 7), comprising: 

registration means for registering in advance predetermined registration 
information for a user who is authorized to use said apparatus (col. 4, lines 27-29); 

input means (operator panel) for use by the user to enter user information and 
the first operating instmction for the different apparatus (col. 4, lines 3-4 and' 22-30); 

first authentication means for employing the predetermined registration 
information registered by said registration means and the user information entered by 
the user at said input means to determine whether the first operating instruction is 
authorized for the user (col, 4, lines 22-30); and 
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transmission means for, based on results obtained by said first authentication 
means, transmitting to the different apparatus the second operating instruction and the 
user information entered at said input means (figs. 6 & 7). 

Ogawa, however, does not disclose expressly second authentication mean for 
obtaining from the different apparatus results of an authentication process, performed 
for the user information received from said transmission means, to determine whether 
the second operating instruction is authorized for the user on the different apparatus 
and determination means for employing the results obtained by said second 
authentication means to determine whether the user is to be permitted to use the image 
processing service. 

Lee, the same field of endeavor of the network authentication system, discloses 
a different image processing apparatus (Java printer 110) comprising: 

receiving means for receiving the user information and a second operating 
instruction (printing instruction) from an image processing apparatus (col. 4, lines 31- 
42); 

authentication means for determining whether the second operating instruction is 
authorized for the user on the different apparatus (col. 4, lines 31-42); and 

transmitting means for transmitting to the image processing apparatus results of 
an authentication process and notifying whether the user is authorized to use the 
different image processing apparatus (col. 4, lines 31-42). 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the network printer of Lee with the network image processing service 
provided by the scanner of Ogawa. 

The suggestion/motivation for doing so would have been to determine whether 
the user is authorized to use both the image processing apparatus and the different 
image processing apparatus from the image processing apparatus. 

Therefore, it would have been obvious to combine Ogawa with Lee to obtain the 
invention as specified in claim 1 . 

9. With respect to claim 2, Ogawa discloses the image processing apparatus, 
wherein the predetermined registration information and the user information each 
includes at least a user ID and a password (col. 4, lines 22-30). 

10. With respect to claim 3, Ogawa discloses the image processing apparatus, 
further comprising: 

scanner means for reading a document (scanner 22 in fig. 6); 

wherein at least one of the first operating instruction and the second operating 
instruction is an instruction for printing image data read by said scanner means using a 
print function of the different apparatus (printer 23 in fig. 6 & col. 5, lines 35-54). 

1 1 . With respect to claim 4, Ogawa discloses the image processing apparatus, 
further comprising: 

scanner means for reading a document (scanner 22 in fig. 6); 
wherein at least one of the first operating instruction and the second operating 
instruction is an instruction for storing, in a predetermined area, image data read by said 
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scanner means using a storage function of the different apparatus (file server 21 in fig. 6 
&col. 4. lines 22-41). 

12. With respect to claim 5, Ogawa discloses the image processing apparatus, 
further comprising: 

scanner means for reading a document (scanner 32 in fig. 7); 

wherein at least one of the first operating instruction and the second operating 
instruction is an instruction for transmitting, to a predetermined destination, image data 
read by said scanner means using a facsimile transmission function of the different 
apparatus (fig. 7 & col. 6, lines 3-23). 

13. With respect to claim 1 1 , 16, 26, 31 , arguments analogous to those presented for 
claim 1 , are applicable. Refer to figs. 4 & 5 of Ogawa for the registration table. 

14. With respect to claims 12, 17, 27, and 32, arguments analogous to those 
presented for claim 2, are applicable. 

15. With respect to claims 13, 18, 28, and 33, arguments analogous to those 
presented for claim 3, are applicable. 

16. With respect to claims 14, 19, 29, and 34. arguments analogous to those 
presented for claim 4, are applicable. 

17. With respect to claims 15, 20, 30, and 35, arguments analogous to those 
presented for claim 5, are applicable. 
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Claims 6-10, 21-25, and 36-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lee in view of Ogawa. 

18. With respect to claim 6, Lee discloses an image processing apparatus (Java 
printer 110) that performs an image processing service provided by a first operating 
instruction and a second operating instruction about image processing in cooperation 
with a different image processing apparatus accessible across a network, comprising: 

registration means for registering, in advance, predetermined registration 
information for a user who is permitted to use said apparatus (col. 4, lines 35-38); 

reception means for receiving user information and the second operating 
instruction (printing instruction) for said apparatus, both of which are entered by the user 
at the different apparatus on the network (col. 4, lines 30-38); 

authentication means for employing the predetermined registration information 
registered by said registration means and the user information received by said 
reception means to determine whether the user is an authorized user (col. 4, lines 30- 
38); and 

determination means for employing results obtained by said authentication 
means to determine whether the second operating instruction received by said 
reception means is to be accepted (col. 4, lines 30-38). 

Lee, however, does not disclose expressly that the second operating instruction 
is received after the first operating instruction is authenticated to be performed on the 
different apparatus. 
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Ogawa, the same field of endeavor of the network authentication system, 
discloses a different image processing apparatus for determining whether the user is 
authorized to perform the first operating instruction (scanning instruction) on the 
different apparatus and when it is determined that the user is authorized to use the 
different apparatus, it sends the print data to a network printer to perform the second 
operating instruction, which is the printing operation. Read the argument presented for 
claim 1. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the network printer of Lee with the network image processing service 
provided by the scanner of Ogawa. 

The suggestion/motivation for doing so would have been to determine whether 
the user is authorized to use both the image processing apparatus and the different 
image processing apparatus from the image processing apparatus. 

Therefore, it would have been obvious to combine Ogawa with Lee to obtain the 
invention as specified in claim 6. 

19. With respect to claim 7, Lee discloses the image processing apparatus, wherein 
the predetermined registration information and the user information each includes at 
least a user ID and a password (col. 4, line 34). 

20. With respect to claim 8, the combination of Lee and Ogawa discloses the 
apparatus of claim 6, further comprising: 

printing means for outputting data to a printer (fig. 3 of Lee and fig. 6 of Ogawa), 
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wherein at least one of the first operating instruction and the second operating 
instruction is an instruction for employing said printing means to print image data read 
by a scanner function of the different apparatus (fig. 6 of Ogawa). 

21 . With respect to claim 9, the combination of Lee and Ogawa discloses the 
apparatus of claim 6, further comprising: 

storing means for storing data (file server 21 in fig. 6 & col. 4, lines 22-41 of 
Ogawa), 

wherein at least one of the first operating instruction and the second operating 
instruction is an instruction for employing said storing means to store image data read 
by a scanner function of the different apparatus (file server 21 in fig, 6 & coL 4, lines 22- 
41 of Ogawa). 

22. With respect to claim 9, the combination of Lee and Ogawa discloses the 
apparatus of claim 6, further comprising: 

facsimile transmission means for transmitting data by facsimile (fig. 7 & col. 6, 
lines 3-23 of Ogawa), 

herein at least one of the first operating instruction and the second operating 
instruction is an instruction for employing said facsimile transmission means to transmit, 
to a predetermined destination, image data read by a scanner function of the different 
apparatus (fig. 7 & col. 6, lines 3-23 of Ogawa). 

23. With respect to claims 21 and 36, arguments analogous to those presented for 
claim 6, are applicable. 
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24. With respect to claims 22 and 37, arguments analogous to those presented for 
claim 7, are applicable. 

25. With respect to claims 23 and 38, arguments analogous to those presented for 
claim 8, are applicable. 

26. With respect to claims 24 and 39, arguments analogous to those presented for 
claim 9, are applicable. 

27. With respect to claims 25 and 40, arguments analogous to those presented for 
claim 10, are applicable. 
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Conclusion 



28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S PARK whose telephone number is (703) 305- 
2448. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Chan S. Park 
Examiner 
Art Unit 2622 
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March 1 1 , 2005 



